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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD ^OR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUMICA1 ION. 

- Extensions of time may be available under the prov ;f 37 CFR 1.136(a). In no event, howuw, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this co-: iinir.ition. 

- If the period for reply specified above is less thnn thirty (30) rinys. a reply wiiiiin mo statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the m-ixiirum st,\)!uicry period will apply nr.d will expire Six (iS) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended periou fc ly wii. fcy statute, cajse tne oppl-cation to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three mcvitrs after tr.c ma.hng date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1 704(b) 

Status 

1 )E3 Responsive to communication(s) filed on 02 September 2003 . 
2a)^ This action is FINAL. rb'G This action is non-final. 

3) D Since this application is in cone 1 i for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the ce under Ex pa tie Qin.yle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 34-39 and 50-58 is/am ;;jniing in the application. 

4a) Of the above claim(s) ir/arc withdrawn from consideration. 

5) S Claim(s) 34-39 and 50-57 is/aro ;. ; „owe-.:. 

6) (3 Claim(s) 58 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to rent ':■ .ion id/or election requirement. 

Application Papers 

9) D The specification is objected to b, ihe Examiner. 

10)D The drawing(s) filed on is/yi e: a)l~; accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
11 )□ The proposed drawing correction f ; 'ed en is: a)Q approved b)D disapproved by the Examiner. 

If approved, corrected drawing s ar\ '}un r\ in reply to this Office action. 

12) D The oath or declaration is objected L oy uic Examiner. 
Priority under 35 U.S.C. §§ 1 1 9 and 1 20 

13) D Acknowledgment is made of a c aim ;'or f jre : ;\n priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)D All b)D Some*c)D None < . 

1 .0 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority dc :um:>nts have been received in Application No. . 

3. Q Copies of the certified copi .)f : ■» : or ; !y documents have been received in this National Stage 

application from the lntun,atio.,ai bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office a. on for a list of the certified copies not received. 

14) Q Acknowledgment is made of a da. ,. o ■'entitle priority unc'ar 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the forer:r '^ngua;je provisional application has been received. 

15) D Acknowledgment is made of a ca.m for lemestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) £3 Notice of References Cited (PTO-892) A ) Q interview Summary (PTO-413) Paper No(s). . 

2) O Motice of Draftsperson's Patent Drawinj Revie !C >? :;) |_J Noi.ce of Informal Patent Application (PTO-152) 

3) □ information Disclosure Statement(s) (P7 0-144^) f upr-! :^)(s). 0)0 Ot^or: 
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DETAILED ACTION 

Claims 34-39, 50-58 are currently pending and are present for examination. 

Applicants' amendments and arguments filed on 9-2-03 have been fully considered and 
are deemed to be persuasive to overcome the rejections previously applied. Rejections and/or 
objections not reiterated from previous office actions are hereby withdrawn. 



Specification 

Examiner has withdrawn the previous objection to specification under 35 U.S.C. 132 - 
which states that no amendment shall introduce new matter into the disclosure of the invention—, 
that the amendment filed on 3-13-03, paper No. 7 introduces new matter into the disclosure. 
Examiner has withdrawn the objection as applicants have explained the reasons for such 
amendments and provided exhibits to support their arguments. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1. 130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 
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Claim 58 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 2(d) of U.S. Patent No. 5705367. An obviousness- 
type double patenting rejection is appropriate where the conflicting claims are not identical, but 
an examined application claim is not patentably distinct from the reference claim, because the 
examined claim is either anticipated by, or would have been obvious over the reference claim. 
See, e.g., In re Berg, 140 F.3d 1428,46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 
1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi 759 F.2d 887,225 USPQ 645 (Fed. Cir. 
1985). Although the conflicting claims are not identical, they are not patentably distinct from 
each other. Claim 58 of the instant application and claims 29(d) of the reference patent are both 
directed to a method of making oligosaccharide having the structure 
GalNAcBl— ►3GalBl->4GlcNAcB1^3GalBl->4Glc, said method comprising contacting a 
reaction mixture comprising an activated GalNAc to an acceptor moiety comprising 
GalBl-^4GlcNAcB1^3GalBl— >4Glc residue in the presence of a glycosy transferase with 
amino acid sequence SEQ ID NO:5 which is identical to the claim 2(d). 

The portion of the specification (and the claims) in the reference patent that supports the recited 
method using the amino acid sequence SEQ ID NO: 5 would anticipate the method claimed in 
claim 58 herein using the polypeptide of claim 37 which is SEQ ID N0 5. Claim 58 of the 
instant application listed above cannot be considered patentably distinct over claim 2(d) of the 
reference patent when there is specifically recited embodiment that would anticipate mainly 
claim 58 of the instant application. Alternatively, claim 58 cannot be considered patentably 
distinct over claims 2(d) of the reference patent when there is specifically disclosed embodiment 
in the reference patent that supports claim 2(d) of that patent and falls within the scope of claim 
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58 herein because it would have been obvious to one having ordinary skill in the art to modify 
claim 2 of the reference by selecting a specifically disclosed embodiment that supports that 
claim, i.e., a method of making oligosaccharide having the structure 
GalNAcBl— ►SGalBl— ^GlcNAcGl— >3GalBl— >4Glc, said method comprising contacting a 
reaction mixture comprising an activated GalNAc to an acceptor moiety comprising 
GalGl— ^GlcNAcBl— ►3Galf31-»4Glc residue in the presence of a glycosyltransferase with 
amino acid sequence SEQ ID NO: 5. One of ordinary skill in the art would have been motivated 
to do this because that embodiment is disclosed as being one of the preferred embodiment 
within claim 2 of the reference patent. 



Conclusion 

Claims 34-39, 50-57 are allowable. 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 136(a) will be calculated from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Manjunath N. Rao, Ph.D. whose telephone number is 703-306- 
5681. The examiner can normally be reached on 7.30 a.m. to 4.00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ponnathapura Achutamurthy can be reached on 703-308-3804. The fax phone 
numbers for the organization where this application or proceeding is assigned are 703-308-4242 
for regular communications and 703-308-4242 for After Final communications. Any inquiry of 
a general nature or relating to the status of this application or proceeding should be directed to 
the receptionist whose telephone number is 703-306-0196. 



Manjunath N. Rao 
October 3 1,2003 
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